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DETAILED ACTION 



Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-3, 6-13. and 16-22 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Grim et aL 

3. As per independent Claim 1, Grim discloses a method of generating a target list, 
comprising: creating a contact database having a plurality of contacts, wherein each 
contact has a unique identifier (pgs.7-8, CARMA client profile data); querying a history 
database (DSS Data) for each contact using the unique identifier (Pg.8); determining a set 
of history attributes (lead data) for each contact based on the query; and generating the 
target list from the contact database based on at least one history attribute (pgs.7-8, CLR 
lead records generated by matching CARMA client profile data with specified DSS lead 
data). 

4. As per Claim 2, Grim discloses updating the history database based on the target list 
(pg.3, feedback used to update client profiles). 

5. As per Claim 3, Grim discloses wherein the creating step includes: providing a plurality 
of input lists, each input list having a plurality of input contacts (pgs.5-6, internal and 
external data sources); associating a unique identifier to each input contact that does not 
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have a unique identifier (pg.6, unique identifier); determining a set of unique input 
contacts in the input lists; and adding each unique input contact to the contact database 
(pg.6, creating and updating CARMA client profile data). 

6. As per Claim 6, Grim discloses wherein the associating step includes: providing a stored 
contact database having a plurality of stored contacts, wherein each stored contact has a 
unique identifier (pgs.7-8, CARMA client profile data); determining whether each input 
contact matches any stored contact; using a unique identifier for a stored contact for each 
input contact that matches the stored contact; and generating a unique identifier for each 
input contact that does not match any stored contact (pg.lO, adding new client profiles to 
database). 

7. As per Claim 7, Grim discloses wherein the associating step fiirther includes adding each 
input contact that does not match any stored contact to the stored contact database. 

8. As per Claim 8, Grim discloses wherein the creating step includes: providing a suppress 
list, having a plurality of suppress contacts; and ensuring that each suppress contact does 
not appear on a contact list (removal list. 

9. As per Claim 9, Grim discloses wherein the determining step includes: identifying a 
previous target list generated by a plurality of previous input lists; determining whether 
each contact appeared on the previous target list; and determining, for each contact that 
appeared on the previous target list, a number of previous input lists on which the contact 
appeared. 

10. As per Claim 10, Grim discloses wherein the generating step includes: identifying a 
previous target list; creating a contact management report based on the contact database 
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and the previous target list; selecting at least one group of contacts having a common 
history attribute based on the contact management report; and adding each contact in the 
at least one group of contacts to the target list. 

11. As per independent Claim 11, Grim discloses a system for generating a target list (lead 
records) from a plurality of input lists, each input list having a plurality of input contacts, 
comprising: an identification system for associating a unique identifier to each input 
contact (pg.6); a merge system for processing the plurality of input lists to generate a 
contact database having a plurality of contacts (pgs.6-7, CARMA client profile data); a 
history system for determining a set of history attributes for each contact by querying a 
history database for each contact using the unique identifier (pgs.7-8, DSS Data); and a 
target system for generating the target list based on the contact database and at least one 
history attribute (pgs.7-8, lead records generated by matching CARMA client profile data 
with specified DSS lead data). 

12. As per Claim 12, Grim discloses an update system for updating the contact history 
database based on the target list (pg.3, feedback used to update client profiles). 

13. As per Claim 13, Grim discloses a report system for generating a contact management 
report based on the contact database and a previous target list, wherein the target list is 
further based on the contact management report (pg.3, feedback used to update CARMA 
client profile data which is used to generate new lead records in a cyclical pattern). 

14. As per independent Claim 16, Grim discloses a contact management report based on a 
contact database and a previous target list, wherein the contact database includes a 
plurality of contacts merged from a plurality of input lists (pgs.7-8, CARMA client 
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profile data), and wherein the previous target list includes a plurality of target contacts 
merged from a plurality of previous input lists (pgs.7-8, CLR lead records), comprising: 
input list data that describes at least one attribute of each input list (pgs.7-8, CARMA 
client profile data); previous target list data that describes at least one attribute of the 
previous target list (pgs.7-8, CLR lead records); group data that describes one of a group 
of contacts and a group of target contacts having a common history attribute (pgs.7-8, 
CLR lead records generated by matching CARMA client profile data with specified DSS 
lead data); and comparison data that describes at least one history attribute of a group of 
contacts that match a group of target contacts and appear on both an input list and the 
previous target list (pg.3, generating new marketing leads based on past contacts and lead 
record results). 

15. As per Claim 17, Grim discloses wherein the input list data includes a number of contacts 
obtained from an input list (pgs.7-8, CARMA client profile data generated from inputs). 

16. As per Claim 18, Grim discloses wherein the previous target list data includes a number 
of target contacts that appear on an input list. 

17. As per Claim 19, Grim discloses wherein the group data includes a number of contacts 
that appear on a single input list (operational possibility of Grim system). 

18. As per Claim 20, Grim discloses wherein the group data includes a number of the group 
of contacts that appear on multiple input lists (operational possibility of Grim system). 

19. As per Claim 21, Grim discloses wherein the comparison data includes a number of the 
group of contacts that appear on a single input list and a plurality of previous input lists 
(operational possibility of Grim system). 
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20. As per Claim 22, Grim discloses wherein the comparison data includes a number of 
contacts that appear on a plurality of input lists and a plurality of previous input lists 
(operational possibility of Grim system). 

Claim Rejections - 35 USC §103 

21 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

22. Claims 4, 5. 14. and 15 are rejected under 35 U.S.C. 103 (a) as being unpatentable 
over Grim. 

23. As per Claim 4, Grim does not expressly show wherein the creating step further includes 
determining a number of input lists on which each unique input contact appears. 

24. However these differences are only found in the nonfunctional descriptive data and are 
not functionally involved in the steps recited. The method of generating a target list 
would be performed regardless of whether a number of input lists on which each unique 
input contact appears was determined or not, because the determination data is never used 
to further the target list generation process. Thus, this descriptive data will not 
distinguish the claimed invention from the prior art in terms of patentability, see In re 
Gulack 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 
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25. As per Claim 5, Grim does not expressly show wherein each input list further includes a 
priority and wherein the creating step further includes determining an input list having a 
highest priority on which each contact appeared. 

26. However these differences are only found in the nonfunctional descriptive data and are 
not functionally involved in the steps recited. The method of generating a target list 
would be performed regardless if the input list had a priority or whether an input list 
having a highest priority on which each contact appeared was determined or not, because 
the determination data is never used to further the target list generation process. Thus, 
this descriptive data will not distinguish the claimed invention from the prior art in terms 
of patentability, see In re GulacK 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

27. As per independent Claim 14, Grim discloses a method of creating a contact 
management report, comprising: creating a contact database having a plurality of contacts 
by merging a plurality of input lists (pgs.7-8, CARMA client profile data), wherein each 
contact includes a unique identifier (pg.8, unique ID)) and a value indicating a number of 
input lists on which the contact appeared; querying a history database (DSS Data) for 
each contact in the contact database using the unique identifier (pgs.6-8, matching DSS 
data with CARMA data); specifying a previous target list based on a plurality of previous 
input lists (pgs.7-8, CLR lead records); determining a set of history attributes for each 
contact in the contact database based on the previous target list and the query (DSS lead 
data that determined lead records); and creating the contact management report based on 
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the contact database, the previous target Ust and the set of history attributes (pg.9 result 
information from targeted campaign fed back into CARMA and DSS databases). 

28. Grim does not expressly show a value indicating a number of input lists on which the 
contact appeared. 

29. However these differences are only found in the nonfunctional descriptive data and are 
not functionally involved in the steps recited. The method of generating a target list 
would be performed regardless of whether a value indicating a number of input lists on 
which the contact appeared was included or not, because the value data is never used to 
fiirther the target list generation process. Thus, this descriptive data will not distinguish 
the claimed invention from the prior art in terms of patentability, see In re Gulack, 703 
F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). 

30. As per Claim 15, Grim does not expressly show wherein the determining step includes 
determining a number of previous input lists on which each contact appeared. 

3 1 . However these differences are only foxmd in the nonfunctional descriptive data and are 
not functionally involved in the steps recited. The method of generating a target list 
would be performed regardless of whether a number of previous input lists on which each 
contact appeared was determined or not, because the determination data is never used to 
further the target list generation process. Thus, this descriptive data will not distinguish 
the claimed invention from the prior art in terms of patentability, see In re Gulack 703 
F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 
USPQ2d 1031 (Fed. Cir. 1994). 
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Conclusion 

32. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

33. The following U.S. patent are cited to further show the best domestically patented prior 
art found by the examiner: 

U.S. Pat. No. 2002/0004745 Al to Bascobert et al. 

Bascobert discloses a system for accumulating, modifying, and storing 
consumer data for target marketing purposes. 



34. The following non-patent literature is cited to show the best non-patent literature prior art 
found by the examiner: 

Collie, Shimon Van, ^Triming the Profitability Pump." Bank 
Technology News, January 1999. 

Collie disclosed systems used by banking companies to track customer data 
and create targeted marketing programs. 



35. Additional Literature has been referenced on the attached PTO-892 form, and the 
Examiner suggests the applicant review these documents before submitting any 
amendments. 

36. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Ouellette whose telephone number is (571) 272- 
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6807. The examiner can normally be reached on Monday through Thursday, Sam - 



5:00pm. 



37. If attempts to reach the examiner by telephone are imsuccessful, the examiner's 
supervisor, John Weiss can be reached on (571) 272-6812. The fax phone numbers for 
the organization where this application or proceeding is assigned (571) 273-8300 for all 
official communications. 

38. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Office of Initial Patent Examination whose telephone number is 
(703) 308-1202. 



May 11,2006 




